
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



e Application of September 29, 2006 
MICHAEL CHOI 

Serial No. : 10/683,600 Group Art Unit: 3744 

Filed : October 9, 2003 Examiner: Chen Wen Jiang 

For : NOISE ATTENUATING DEVICE FOR A HEATING-VENTILATION- 

COOLING SYSTEM OF A MOTOR VEHICLE 

Mail Stop APPEAL BRIEF - PATENTS 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Sir: 

REPLY BRIEF 



CERTIFICATE OF MAILING Respectfully submitted, 



I hereby certify that this correspondence is 
being sent via first class mail addressed to Mail 
Stop APPEAL BRIEF - PATENTS, 
Commissioner for Patents, P.O. Box 1450, 
Alexandria, Virginia 22313-1450 on 
September 29, 2006. 




ALLEMAN HALL MCCOY RUSSELL & 




of Attorneys for Applicants 
806 SW Broadway, Suite 600 
Portland, Oregon 97205 
Telephone: (503) 459-4141 
Facsimile: (503) 295-6679 



^ TABLE OF CONTENTS 

LE OF CONTENTS 2 

I. Status of Claims 3 

II. Grounds of Rejection to be Reviewed on Appeal 4 

III. Arguments 5 

A. Regarding Claims 14 and 15, the Answer relies on the theory of Intended Use to 

read out explicit claim limitations 5 

B. Conclusion 5 



I. Status of Claims 

All pending claims have been finally rejected. Claims 14-15 and 1 9-20 are under appeal. 



II. Grounds of Rejection to be Reviewed on Appeal 



The Examiner has set forth two separate grounds for rejection under 35 U.S.C §103, 
each of which is to be reviewed on appeal. Specifically, the final Office action states: 

3. Claims 1-5,9,1415 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
A) over Zamick (U.S. Patent Number 5,728,980) in view of Kawanishi et al. (U.S. Patent Number 
6,078,671) or vice versa. 



B) 



4. Claims 1-20 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Zamick 
(U.S. Patent Number 5,728,980) in view of Choi (U.S. Patent Number 5,722,357). 



IIL Arguments 

The Examiner's Answer raises several new points which are addressed in this Response. 

A. Regarding Claims 14 and 15, the Answer relies on the theory of Intended Use to read 
out explicit claim limitations. 

Applicant's appeal brief contains a detailed argument explaining that the cited art, even if 

combined, fails to show an explicitly acts of directing flow to a passenger compartment of a 

vehicle. 

In response to this argument, and several other arguments present in the appeal brief, the 
Answer relies on the assertion that the explicitly claimed act is merely an "intended use," thus 
reading that limitation out of the claims. Applicants respectfully submit that claim 14 is a 
method claim with a specific claim element requiring the specific act of directing flow to a 
passenger compartment of the vehicle. Further, this limitation is in the body of the claim, not the 
preamble. 

The Answer contains no logical reason as to why the specific act of directing flow to a 
passenger compartment of a vehicle in a method claim should be considered "intended use." 
Rather, this act is the element which must be shown or suggested in the prior art. 

Further, if the Examiner is relying on the assertion that the prior art structure is intended 
to be used to direct flow to a passenger compartment of a vehicle, then there must be some 
evidence in the record to establish this technical fact. However, there is none. As previously 
noted, none of the cited art contain any hint that the disclosure structure should be used or 
combined in any way for use in directing flow to a passenger compartment of a vehicle. 

B. Conclusion. 

For the above reasons and those already set forth in the Appeal brief, Applicants request 
that the appealed rejections be reversed. 



